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This application is a 371 of PCT/AU03/00758 (filed 
06/18/04) . The preliminary amendment filed 12/17/04 is entered. 
Claims 1-13, 18-29 are pending. 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or 
groups of inventions which are not so linked as to form a single 
general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in 
reply to this action, to elect a single invention to which the 
claims must be restricted. 

Group I, claim(s) 1-4, drawn to a composition. 

Group II, claim(s) 18, drawn to a composition. 

Group III, claim(s) 5-13, 19-29, drawn to a method. 

The inventions listed as Groups I-III do not relate to a 
single general inventive concept under PCT Rule 13.1 because, 
under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: Groups I and II 
are distinct compositions. The groups do not share any special 
technical feature. Specifically, Group I is directed to 
superconductive materials containing SiC dopants, and Group II 
is directed to TiC dopants. The dopant materials (and 
subsequent superconductive materials) are patentably distinct. 
Groups (I and II) and Group III do not share a special technical 
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relationship as the dopant (s) required do not define a 
contribution over the prior art. See, for example, He et al 
(Applied Physics Letters) . 

During a telephone conversation with Mr. James P. Krueger 
on 03/07/08 a provisional election was made with traverse to 
prosecute the invention of Group I, claims 1-4. Affirmation of 
this election must be made by applicant in replying to this 
Office action. Claims 5-13 and 18-29 are withdrawn from further 
consideration by the examiner, 37 CFR 1.142(b), as being drawn 
to a non-elected invention. 

The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

Claims 1-4 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

In order to conform to current U.S. practice, applicant 
should amend the ranges recited in claim 1 to: --wherein X is a 
number greater than 0 and less than 2, Y is a number greater 
than 0 and less than 1, and Z is a number greater than or equal 
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to 0 and less than or equal to 1--. Applicant should amend 
claims 2 and 3 is the same manner. 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or 
described in a printed publication in this or a foreign country, before the 
invention thereof by the applicant for a patent. 

(e) the invention was described in (1) an application for patent, published 
under section 122 (b) , by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351 (a) shall have the 
effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English 
language . 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere 

Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 

establishing a background for determining obviousness under 35 

U.S.C. 103(a) are summarized as follows: 



1. Determining the scope and contents of the prior art. 
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2. Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art. 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

Claims 1 and 4 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Cimberle et al (Supercond. Sci. Tech.). 

Cimberle discloses sintered MgB2 samples containing various 
dopants (Abstract) . The reference specifies Si as a boron site 
dopant (Abstract; Section 2). The reference specifically or 
inherently meets each of the claimed limitations. 

The reference is anticipatory. 

Claims 1-4 are rejected under 35 U.S.C. 102(a) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as 
obvious over He et al (Applied Physics Letters) . 

He discloses addition of SiC to MgB2 superconductive 
materials (Abstract; Table 1; Fig 5) . The materials are made by 
adding 9:1 ratio of dopant to Mg+B starting material, and 
heating to from the final material (page 291) . The reference 
specifically or inherently meets each of the claimed 
limitations . 

The reference is anticipatory. 

In the event that any minor modifications are necessary to 
meet the claimed limitations, such as minor variation in atomic 
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ratio of Si:C, such modifications are well within the purview of 
the skilled artisan. 

In view of the foregoing, the above claims have failed to 
patentably distinguish over the applied art. 

Applicant is reminded that any evidence to be presented in 
accordance with 37 C.F.R. 1.131 or 1.132 should be submitted 
before final rejection in order to be considered timely. 

The remaining references listed on forms 892 and 1449 have 
been reviewed by the examiner and are considered to be cumulative 
to or less material than the prior art references relied upon in 
the rejection above. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Mark 
Kopec whose telephone number is (571) 272-1319. The examiner 
can normally be reached on Monday - Friday from 9:30 AM to 6:00 
PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Harold Pyon can be 
reached on (571) 272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 

(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 

(IN USA OR CANADA) or 571-272-1000. 

/Mark Kopec/ 

Primary Examiner, Art Unit 
1796 

MK 

March 14, 2008 



